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DETAILED ACTION 

1 . Claims 1 -1 3 are presented for examination. 

Response to Arguments 

2. Applicant's arguments with respect to claims 1-13 have been considered but are 
moot in view of the new ground(s) of rejection. 

Claim Objections 

3. Claim 8 is objected to because of the following informalities: Claim 8 indicated 
"at step (b)." Examiner was not able to find "step (b)" in the claim. Appropriate 
correction is required. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 

form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

5. Claims 1, 6, 7, 8, 12 and 13 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Toyoda (hereinafter Toyoda) (US 6 f 355, 966 B1). 

Referring to claim 1, 

Toyoda data transmission apparatus for transmitting image data over a network 
(Fig. 1, element 11 A, Abstract, "An Internet facsimile apparatus makes inquiry about 
capability, which a destination possesses, to a local server. The server is connected to 
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the same LAN as that of the Internet facsimile apparatus. When the local server has no 
capability information of the destination, the Internet facsimile apparatus makes inquiry 
to a DNS server and obtains capability information. Then, the Internet facsimile 
apparatus makes an image to be suitable for the capability of the destination and 
transmits it to the destination via the Internet."), the data transmission apparatus 
comprising: 

an image reader for obtaining image data by reading an original document (col. 
5, line 20-21, "A scanner 24 scans an original, and obtains image information."); 

a storage device in which the obtained image data obtained is stored (col. 5, 
line 18-20, "A RAM 23 is a main memory, which executes the program and temporarily 
stores various kinds of data such as an e-mail, an image file, etc."); 

a requester to request that a recipient to which the image data stored in the 
storage device is to be sent designates contents of conversion processes to be 
performed to the image data (Fig. 3, element "Capability Exchange Information", col. 5, 
line 42-45, "A capability exchange section 31 has a function of obtaining capability 
information of a destination terminal by use of a capability exchange operation to be 
described later."); 

a first receiver to receive recipient's designation of the contents of the 
conversion processes (Fig. 1, element 13A, Fig. 7, col. 7, line 53-58, "The IFAX 11A 
makes inquiry about capability information of a desired destination terminal (IFAX 11B) 
to the server 13A. In this example, capability information of the desired destination 
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terminal is not registered in the server 13A. Therefore, the server 13A sends back a 
response in which no capability information is registered to FAX 1 1 A."); 

a second receiver to receive the recipient's designation of the contents of the 
conversion processes via a transmission medium different from that used by the first 
receiver (Fig. 1, element 14A, Fig. 7, col. 7, line 59-64," Next, IFAX 11A makes inquiry 
about capability of the destination terminal to the DNS server 14A, which manages the 
self-domain name, by use of a name resolver (client software for DNS). The inquiry 
about capability information is carried out using a command for requesting capability 
information and a mail address of the destination terminal.") 

a switcher to switch between the first and second receivers depending on the 
recipient (col. 7, line 53-64," The IFAX 1 1 A makes inquiry about capability information of 
a desired destination terminal (IFAX 1 1 B) to the server 13A. In this example, capability 
information of the desired destination terminal is not registered in the server 13A. 
Therefore, the server 13A sends back a response in which no capability information is 
registered to IFAX 11 A. Next, IFAX 11A makes inquiry about capability of the 
destination terminal to the DNS server 14A, which manages the self-domain name, by 
use of a name resolver (client software for DNS). The inquiry about capability 
information is carried out using a command for requesting capability information and a 
mail address of the destination terminal." 

a converter to perform the conversion processes on the image data stored in the 
storage device based on the contents of the designated conversion processes (Fig. 3, 
element 20,col. 5, line 45-54," In the respective processing blocks provided in the data 
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processing section 20, CPU 21 control their operation sequence in accordance with the 
capability of the destination terminal. For example, the compression/decompression 
section compresses the image signal in a compression format with which the 
destination terminal can deal. When IFAX 11A has a color function but must send a 
monochromatic image since the destination terminal has no color function, the 
color/monochrome section of IFAX 1 1A can convert a color image to a monochromatic 
image."); and 

a transmitter to transmit, the image data that has undergone the conversion 
processes to the recipient (Fig. 3, element 33, col. 5, line 66-col. 6, line 2, "Thereafter, 
the e-mail generated by the e-mail generation section 32 is transmitted to a mail server 
via the network control section 28 by a mail transmitting section 33.") 
Referring to claim 6, 

Toyoda teaches a data transmission apparatus according to claim 1, further 
comprising a recipient change receiver to receive an instruction to change the 
recipient, and wherein the transmitter transmits the image data that has undergone the 
conversion processes to a new recipient when the recipient is changed, (col. 9, line 6- 
26) 

Referring to claim 7, 

Toyoda teaches a data transmission method for transmitting image data over a 
network Fig. 1, element 1 1A, Abstract), the data transmission method comprising 
obtaining image data by reading an original document (col. 5, line 20-21); 
storing the image data obtained in a storage device (col. 5, line 18-20); 
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requesting that a recipient to which the image data stored in the storage device is 
to be sent designates contents of conversion processes to be performed to the image 
data (col. 5, line 42-45); 

receiving designation of the contents of the conversion processes via one of 
multiple different transmission media specified depending on the recipient (col. 7, line 
53-64); 

performing the conversion processes to the image data stored in the storage 
device based on the contents of the conversion processes designated (col. 5, line 45- 
54); and 

sending to the recipient the image data that has undergone the conversion processes 
(col. 5, line 66-col. 6, line 2). 
Referring to claim 8, 

Claim 8 is a claim to a data transmission program that causes a computer to 
execute a process in accordance with the method of claim 8. Therefore claim 8 is 
rejected for the reasons set forth for claim 7. 
Referring to claim 12, 

Toyoda teaches a data transmission program according to claim 8, wherein the 
process to be executed by the computer further comprises a step of receiving an 
instruction to change the recipient, and when the recipient is changed, the image 
data that has undergone the conversion processes is sent to the new recipient (col. 
9, line 6-26). 
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Referring to claim 13, 

Claim 13 is a claim to a recording medium readable by a computer in 
which the data transmission program recited in claim 8 is stored. Therefore claim 13 
is rejected for the reasons set forth for claim 8. 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as 
set forth in section 102 of this title, if the differences between the subject matter sought to be 
patented and the prior art are such that the subject matter as a whole would have been obvious 
at the time the invention was made to a person having ordinary skill in the art to which said 
subject matter pertains. Patentability shall not be negatived by the manner in which the invention 
was made. 

7. Claims 2-5 and 9-1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Toyoda (hereinafter Toyoda) (US 6, 355, 966 B1 ) in view of Iwazaki (US 6, 687, 
742 B1) 

Referring to claim 2, 

Although, Toyoda teaches at col. 5, line 62-64, "The inquiry about capability 
information is carried out using a command for requesting capability information and a 
mail address of the destination terminal.", and in Fig. 3, element 33, "mail transmitting 
section" (a data transmission apparatus according to claim 1, wherein the requester 
has a mail transmitter to transmit), Toyoda fails to specifically teach an e-mail to 
request the recipient's designation of the contents of the conversion processes. 

Iwazaki teaches "an e-mail to request the recipient's designation of the 
contents of the conversion processes." (col. 3, line 23-39) 
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Therefore, it would have been obvious to one having ordinary skill in the art at 
the time of invention was made to implement the teachings of the Iwazaki on the 
Toyoda's data transmission apparatus for transmitting image data over a network (Fig. 
1 , element 1 1 A," An Internet facsimile apparatus makes inquiry about capability") since, 
as Iwazaki teaches in col. 3, line 13-22," it's invention provides a communication control 
method for an electronic mail system, which, in a case of transmitting an image in the 
form of an e-mail to a transmission destination whose capability is unknown, can 
guarantee interoperability even if the transmission destination is an electronic mail 
device which has ordinary e-mail software installed therein, and can detect the 
capability of the transmission destination if the destination has the same function as the 
sender and can transmit an image according to that capability.", and updates it's own 
table 36 as well as server 13A. 
Referring to claim 3, 

Toyoda teaches a data transmission apparatus according to claim 2, wherein the 
first receiver receives the recipients designation of the contents of the conversion 
processes based on an instruction sent from the recipient via a setting screen that is 
used to designate the contents of the conversion processes (col. 6, line 66 through col. 
7, line 28). In addition, Toyoda also teaches at col. 18, line 33-35," Moreover, capability 
information may be registered to the WWW server 17 placed on the Internet, which is 
easily accessible from the network terminal on the other network. Thus, if a plurality of 
candidates for inquiry destination exists, it is possible to make inquiry about capability in 
order of precedence. For example, inquiry may be made in order of the candidate 
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having the shortest access time." Toyoda also teaches a technique to receive date 
through URL at col. 18, line 46-55."( indicates location of data) 

Toyoda fails to specifically teach "setting screen referred to by the recipient 
based on information that was attached to the e-mail and wherein the second 
receiver receives the recipient's designation of the contents of the conversion 
processes via an e-mail that was returned from the recipient in response to the e- 
mail sent by the mail transmitter. 

Iwazaki teaches an e-mail to request the recipient's designation of the contents 
of the conversion processes.(col. 3, line 23-39)(the recipient's designation of the 
contents of the conversion processes via an e-mail that was returned from the 
recipient in response to the e-mail sent by the mail transmitter.) 

Therefore, it would have been obvious to one having ordinary skill in the art at 
the time of invention was made to implement the teachings of the Iwazaki on the 
Toyoda's data transmission apparatus for transmitting image data over a network (Fig. 
1, element 11 A," An Internet facsimile apparatus makes inquiry about capability") such 
that the capability information can be received from various sources including URL 
indicating capability location efficiently. Also, it would have been obvious because as 
Iwazaki teaches in col. 3, line 13-22," it's invention provides a communication control 
method for an electronic mail system, which, in a case of transmitting an image in the 
form of an e-mail to a transmission destination whose capability is unknown, can 
guarantee interoperability even if the transmission destination is an electronic mail 
device which has ordinary e-mail software installed therein, and can detect the 
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capability of the transmission destination if the destination has the same function as the 
sender and can transmit an image according to that capability." 
Referring to claim 4, 

Toyoda teaches a data transmission apparatus according to claim 3, wherein 
the switcher switches to the first receiver when a domain name in an e-mail address 
of the recipient is identical to a domain name in an e-mail address of a sender (Fig. 
5, col. 6, line 43-65), and to the second receiving receiver when the domain name in 
the e-mail address of the recipient is different from the domain name in the e-mail 
address of the sender.(Fig. 6, col. 7, line 4-28) 
Referring to claim 5, 

Toyoda teaches a data transmission apparatus according to claim 1, wherein 
the conversion processes include at least a resolution conversion process, a color 
conversion process or a file format conversion process. ( (Fig. 3, element 20,col. 5, 
line 45-54," In the respective processing blocks provided in the data processing section 
20, CPU 21 control their operation sequence in accordance with the capability of the 
destination terminal. For example, the compression/decompression section 
compresses the image signal in a compression format with which the destination 
terminal can deal. When IFAX 1 1 A has a color function but must send a 
monochromatic image since the destination terminal has no color function, the 
color/monochrome section of IFAX 11A can convert a color image to a monochromatic 
image.") 

Referring to claim 9, 
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Although, Toyoda teaches at col. 5, line 62-64, "The inquiry about capability 
information is carried out using a command for requesting capability information and a 
mail address of the destination terminal.", and in Fig. 3, element 33, "mail transmitting 
section" (the requester has a mail transmitter to transmit), Toyoda fails to specifically 
teach wherein requesting of the recipient's designation of the contents of the conversion 
processes is made through transmission of an e-mail. 

Iwazaki teaches "requesting of the recipient's designation of the contents of the 
conversion processes is made through transmission of an e-mail." (col. 3, line 23-39) 

Therefore, it would have been obvious to one having ordinary skill in the art at 
the time of invention was made to implement the teachings of the Iwazaki on the 
Toyoda's data transmission apparatus for transmitting image data over a network (Fig. 
1 , element 1 1 A," An Internet facsimile apparatus makes inquiry about capability") since, 
as Iwazaki teaches in col. 3, line 13-22," it's invention provides a communication control 
method for an electronic mail system, which, in a case of transmitting an image in the 
form of an e-mail to a transmission destination whose capability is unknown, can 
guarantee interoperability even if the transmission destination is an electronic mail 
device which has ordinary e-mail software installed therein, and can detect the 
capability of the transmission destination if the destination has the same function as the 
sender and can transmit an image according to that capability.", and updates it's own 
table 36 as well as server 13A. 
Referring to claim 10, 
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Toyoda teaches a data transmission apparatus according to claim 2, wherein the 
first receiver receives the recipient's designation of the contents of the conversion 
processes based on an instruction sent from the recipient via a setting screen that is 
used to designate the contents of the conversion processes (col. 6, line 66 through col. 
7, line 28). In addition, Toyoda also teaches at col. 18, line 33-35," Moreover, capability 
information may be registered to the WWW server 17 placed on the Internet, which is 
easily accessible from the network terminal on the other network. Thus, if a plurality of 
candidates for inquiry destination exists, it is possible to make inquiry about capability in 
order of precedence. For example, inquiry may be made in order of the candidate 
having the shortest access time." Toyoda also teaches a technique to receive date 
through URL at col. 18, line 46-55."( indicates location of data). Toyoda also teaches 
the request based transmission medium at col. 7, line 53-64. 

Toyoda fails to specifically teach "setting screen referred to by the recipient 
based on information that was attached to the e-mail if the transmission medium is 
set to the first transmission medium and recipient's designation of the contents of the 
conversion processes is received via an e-mail returned in response to the e-mail 
sent if the transmission medium is set to the second transmission medium. 

Iwazaki teaches "an e-mail to request the recipient's designation of the 
contents of the conversion processes." (col. 3, line 23-39)(recipient , s designation of 
the contents of the conversion processes is received via an e-mail returned in 
response to the e-mail sent) 
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Therefore, it would have been obvious to one having ordinary skill in the art at 
the time of invention was made to implement the teachings of the Iwazaki on the 
Toyoda's data transmission apparatus for transmitting image data over a network (Fig. 
1, element 11 A," An Internet facsimile apparatus makes inquiry about capability") such 
that the capability information can be received from various sources including URL 
indicating capability location efficiently. Also, it would have been obvious because as 
Iwazaki teaches in col. 3, line 13-22," it's invention provides a communication control 
method for an electronic mail system, which, in a case of transmitting an image in the 
form of an e-mail to a transmission destination whose capability is unknown, can 
guarantee interoperability even if the transmission destination is an electronic mail 
device which has ordinary e-mail software installed therein, and can detect the 
capability of the transmission destination if the destination has the same function as the 
sender and can transmit an image according to that capability. 
Referring to claim 11, 

Toyoda teaches a data transmission program according to claim 10, wherein, at 
the setting of the transmission medium, the transmission medium is set to the first 
transmission medium when a domain name in an e-mail address of the recipient is 
identical to a domain name in an e-mail address of a sender (Fig. 5, col. 6, line 43-65), 
and the transmission medium is set to the second transmission medium when the 
domain name in the e-mail address of the recipient is different from the domain 
name in the e-mail address of the sender (Fig. 6, col. 7, line 4-28). 
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Conclusion 

Examiner's note: Examiner has cited particular columns and line numbers in the 
references as applied to the claims above for the convenience of the applicant. 
Although the specified citations are representative of the teachings of the art and are 
applied to the specific limitations within the individual claim, other passages and figures 
may apply as well. It is respectfully requested from the applicant in preparing responses, 
to fully consider the references in entirety as potentially teaching all or part of the 
claimed invention, as well as the context of the passage as taught by the prior art or 
disclosed by the Examiner. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ashok B. Patel whose telephone number is (571 ) 272- 
3972. The examiner can normally be reached on 8:00am-5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John A. Follansbee can be reached on (571) 272-3964. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
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you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-21 7-91 97 (toll-free). 



Abp 

*** 




